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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement therefor, may obtain a patent thereof, 
subject to the conditions and requirements of this title. 

Claims 1-19 are rejected under 35 U.S.C. 101 because: 

Claims 1 and 9 recite as method for enabling a software acquiring entity to exchanging 
two pieces of codes. This is an abstract idea since the code is not stored. The method as recited 
can be done by a person as a mental step or using pencil and paper. Claims 13 and 15-19 recite a 
code amendment enabler which is program product (software, per se) without any hardware to 
enable their functionality to be realized by causing a computer to perform steps which would 
provide a useful, concrete and tangible result. The claims as recited are not necessarily machine 
implemented. Therefore the method and computer program product of claims 1-13 and 15-19 as 
recited are not provided in a manner to which would enable its functionality to perform steps 
which provide a useful, concrete and tangible result. 
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Claim 14 recite a computer readable medium having the code of claim 13. The computer 
readable medium is not limited to tangible embodiments. In view of Applicant's disclosure, 
specification page 9, line 20 to page 10 line 2, the medium is not limited to tangible 
embodiments, instead being defined as including both tangible embodiments (e.g., magnetic 
storage disk) and intangible embodiments (e.g., printed form, printers and scanner which is 
similar to code in a piece of paper). As such, the claim is not limited to statutory subject matter 
and is therefore non-statutory. 

To overcome this type of 101 rejection, it is suggested that the claim is amended to recite 
"A tangible computer readable storage medium" instead. 

To expedite a complete examination of the instant application, the claims rejected under 
35 USC 101 (nonstatutory) above are further rejected as set forth below in anticipation of 
applicant amending these claims to place them within the four statutory categories of invention. 
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Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claim 1 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

In line 1 of claim 1 the applicants recites method and do not state which are the steps 
necessary to carry out the method. Furthermore in lines 4 and 5 the applicant recites steps. It's 
unclear what steps are considered necessary to arrive from the 1 st piece of code to the 2 nd piece of 
code. The applicants are required to make appropriate corrections. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 1 22(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1-19 are rejected under 35 U.S.C. 102(e) as being anticipated by Nachenberg, 
U.S. Pat. No. 6,230,316. 



Application/Control Number: 09/894,035 Page 5 

Art Unit: 2182 

4. As to claim 1, Nachenberg teach method for a software provider (25) of enabling a 
software-acquiring entity (20) to arrive from an existent first signed piece of code (1 1) at a 
second signed piece of code (12,13), both pieces of code (1 1,12,13) having been granted by use 
of a first software archive generator (2) under use of generation instructions (8), comprising the 
step of providing to said software-acquiring entity (20) a difference code (4,5) (i.e. difference 
between two versions; col. 1, lines 34-52) comprising the steps necessary to arrive from said first 
signed piece of code (1 1) at said second signed piece of code (12,13), which difference code 
(4,5) (i.e. difference between two versions; col. 1, lines 34-52) is usable at said software- 
acquiring entity (20) to b e combined with said first signed piece of code (1 1) by a second 
software archive generator (7) to generate said second signed piece of code (1 1) by a second 
software archive generator (7) to generate said second signed piece of code (12, 13), whereby 
said second software archive generator (7) is to be fed with those generation instructions (8) that 
were used by said first software archive generator (2) for the generation of both pieces of code 
(11, 12, 13) (abstract; fig. 8; col. 5, line 36- col. 6, line 17). 

5. As to claim 2, Nachenberg teach method, wherein the generation instructions (8) are 
provided to the software-acquiring entity (20) by the software provider (25), together with the 
second software archive generator (7) (inherent; col. 1, lines 12-26). 

6. As to claim 3, Nachenberg teach method, wherein the pieces of code are signed using a 
private key (inherent; col. 1, line 65 - col. 2, lines 24). 
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7. As to claim 4, Nachenberg teach method, wherein the signed pieces of code (11, 12, 13) 
are stored in a storage unit (1) at the software provider (25) (see fig. 8; col. 1, lines 12 - 59). 



8. As to claim 5, Nachenberg teach method, wherein the difference code (4,5) (i.e. 
incremental updates) is created, by the first software archive generator (2), while said first 
software archive generator (2) generates the second signed piece of code (12, 13) (inherent; col. 
l,line 34 -col. 2, line 24). 



9. As to claim 6, Nachenberg teach method, wherein for more than two pieces of code (11, 
12, 13) being stored, the difference code (4,5) is generated only between a subset of said pieces 
of code (11, 12, 13) (inherent; see fig. 8). 



10. As to claim 7, Nachenberg teach method, wherein for arriving from the first piece of code 
(1 1) to the second piece of code (13) several difference codes (4, 5) are required, these difference 
codes (4,5) are merged into a single difference code (i.e. update file; see fig. 8) to be provided to 
the software-acquiring entity (20) (col. 1, line 53 - col. 2, lines 24; col. 5, line 34 - col. 6, line 
17). 



11. As to claim 8, Nachenberg teach method, wherein the first and second piece of code (11, 

12, 13) are identified at the software provider (25) by deriving a corresponding identifier from a 
request (16) received from the software-acquiring entity (20) (inherent; col. 1, line 12 - col. 2, 
line 24). 
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12. As to claim 9, Nachenberg teach method for a software-acquiring entity (20) of arriving 
from an existent first signed piece of code (1 1) at a second signed piece of code (12, 13), both 
pieces of code (11, 12, 13) having been generated at a software provider (25) by use of a first 
software archive generator (2) under use of generation instructions (8), comprising the steps of 

sending a code amendment request (16) to said software provider (25) for the delivery of 
a difference code (4,5) which comprises the steps necessary to arrive from said first signed piece 
of code (1 1) at said second signed piece of code (12, 13) (inherent; col 1, lines 34-52), 

receiving said difference code (4,5) (i.e. update; fig. 8; col 1, line 12 - col. 2, line 24), 
combining said difference code (4,5) with said first signed piece of code (1 1) by use of a 
second software archive generator (7), thereby generating said second signed piece of code (12, 
13), whereby said second software archive generator (7) is fed with those generation instructions 
(8) that were used by said first software archive generator (2) for the generation of both pieces of 
code (1 1, 12, 13) (col. 1, line 34 - 52; col. 5, line 36 - col. 6, line 17). 

13. As to claim 10, Nachenberg teach method, wherein the generation instructions (8) are 
received from the software provider (25), together with the second software archive generator (7) 
(inherent; col. 1, lines 12-26). 

14. As to claim 11, Nachenberg teach method, wherein the pieces of code (11, 12, 13) are 
signed by use of a private key (14) and the signature (Sig 1 1, Sig 12, Sig 13) is verifiable by use 
of a corresponding public key (15) (inherent; col. 1, line 65 - col. 2, lines 24). 
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15. As to claim 12, Nachenberg teach method, wherein the first and second pieces of code 
(1 1, 12, 13) are identified by the software-acquiring entity (2) by giving a corresponding 
identifier in the code amendment (i.e. update) request (16) (col. 1, line 12 - col. 2, line 24; col. 
5, line 34 -col. 6, line 17). 

16. As to claim 13, Nachenberg teach computer program product comprising program code 
means for performing a method for a software provider (25) of enabling a software-acquiring 
entity (20) to arrive from an existent first signed piece of code (1 1) at a second signed piece of 
code (12,13), both pieces of code (1 1,12,13) having been granted by use of a first software 
archive generator (2) under use of generation instructions (8), comprising the step of providing to 
said software-acquiring entity (20) a difference code (4,5) (i.e. difference between two versions; 
col. 1, lines 34-52) comprising the steps necessary to arrive from said first signed piece of code 
(1 1) at said second signed piece of code (12,13), which difference code (4,5) (i.e. difference 
between two versions; col. 1, lines 34-52) is usable at said software-acquiring entity (20) to b e 
combined with said first signed piece of code (1 1) by a second software archive generator (7) to 
generate said second signed piece of code (1 1) by a second software archive generator (7) to 
generate said second signed piece of code (12, 13), whereby said second software archive 
generator (7) is to be fed with those generation instructions (8) that were used by said first 
software archive generator (2) for the generation of both pieces of code (1 1, 12, 13) (abstract; 
fig. 8; col. 5, line 36- col. 6, line 17). 
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17. As to claim 14, Nachenberg teach computer program product, comprising the program 
code means stored on a computer-readable medium for a software provider (25) of enabling a 
software-acquiring entity (20) to arrive from an existent first signed piece of code (1 1) at a 
second signed piece of code (12,13), both pieces of code (1 1,12,13) having been granted by use 
of a first software archive generator (2) under use of generation instructions (8), comprising the 
step of providing to said software-acquiring entity (20) a difference code (4,5) (i.e. difference 
between two versions; col. 1, lines 34-52) comprising the steps necessary to arrive from said first 
signed piece of code (1 1) at said second signed piece of code (12,13), which difference code 
(4,5) (i.e. difference between two versions; col. 1, lines 34-52) is usable at said software- 
acquiring entity (20) to b e combined with said first signed piece of code (1 1) by a second 
software archive generator (7) to generate said second signed piece of code (1 1) by a second 
software archive generator (7) to generate said second signed piece of code (12, 13), whereby 
said second software archive generator (7) is to be fed with those generation instructions (8) that 
were used by said first software archive generator (2) for the generation of both pieces of code 
(11, 12, 13) (abstract; fig. 8; col. 5, line 36- col. 6, line 17). 
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18. As to claim 15, Nachenberg teach code amendment enabler comprising 

a difference code generator (10) for generating a difference code (4,5) that comprises the 
steps necessary to arrive from said first signed piece of code (1 1) at said second signed piece of 
code (12, 13), which difference code (4,5) is usable at said software-acquiring entity (2) to be 
combined with said first signed piece of code (1 1) by a second software archive generator (7) to 
generate said second signed piece of code (12, 13), whereby said second software archive 
generator (7) is fed with the generation instructions (8) (abstract; fig. 8; col. 1, line 12- col. 6, 
line 24; col. 5, line 36 - col. 6, line 17), 

an output unit (3) for providing to said software-acquiring entity (2) said difference code 
(4,5) (inherent; see fig. 8; col. 5, line 36 - col. 6, line 17). 

19. As to claim 16, Nachenberg teach code amendment enabler, further comprising an input 
unit (24) (inherent) for receiving from said software-acquiring entity (20) a code amendment 
request (16) for the delivery of said difference code (4,5) (col. 5, line 36 - col. 6, line 17). 

20. As to claim 17, Nachenberg teach code amendment enabler, further comprising a first 
software archive generator (2) for generating said pieces of code (1 1, 12, 13) under use of 
generation instructions (8) (col. 1, lines 12 - 65). 
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21. As to claim 1 8, Nachenberg teach code amendment device, comprising 

a second software archive generator (7) for combining a received difference code (4,5) 
with said first signed piece of code (11), thereby generating said second signed piece of code (12, 
13) , whereby said second software archive generator (7) is to be fed with those generation 
instructions (8) that were used by said first software archive generator (2) for the generation of 
both pieces of code (11, 12, 13) (inherent; col. 1, line 12 - col. 2, line 24; col. 5, line 36 - col. 6, 
line 17). 

22. As to claim 19, Nachenberg teach code amendment device, further comprising an 
input/output unit (6) for sending a code amendment request (16) to said software provider (25) 
and for receiving said difference code (inherent since updates are developed and sent via floppy 
or CD-ROMs; col. 1, line 12 - 26). 
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Response to Arguments 

23. Applicants arguments filed May 13, 2005 have been fully considered but they are not 
persuasive. 

24. The examiner disagrees with the applicant Nachenburg fails to disclose or suggest 
providing to a software-acquiring entity, such as a user, a difference code and the use of a second 
software archive generator that is fed with generation instruction that were used by a software 
archive generator for generating both first and second pieces of code. The examiner would like 
to point to col. 5, line 36 - col. 6, line 17; specifically col. 5, lines 36-59; wherein 100B or first 
version and 100C or second version is used by update builder 122 to generate update or 
difference file 124C-B. Later, this update or difference file 124C-B is used with 100B or first 
version by another update builder or updater 128 to generate 100C which is second version. It is 
to be noted that the mechanism or the generation instructions for both updater or update builder 
122 and 128 are the same. 

After considering the above facts, the examiner retains the rejection all of the previously 
rejected claims. 
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25. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mohammad O. Farooq whose telephone number is (571) 272- 
4144. The examiner can normally be reached on 9:00am - 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dov Popovici can be reached on (571) 272-4083. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Mohammad O. Farooq 
August 8, 2005 
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